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DETAILED ACTION 
Claim Objections 

1 . Claim 6 is objected to because of tine following informalities: A broad range or 
limitation together with a narrow range or limitation that falls within the broad range or 
limitation (in the same claim) is considered indefinite, since the resulting claim does not 
clearly set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as 
to where broad language is followed by "such as" and then narrow language. The 
Board stated that this can render a claim indefinite by raising a question or doubt as to 
whether the feature introduced by such language is (a) merely exemplary of the 
remainder of the claim, and therefore not required, or (b) a required feature of the 
claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 
(Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 
USPQ 481 (Bd. App. 1949). In the present instance, claim 6 recites the broad recitation 
comprises a mixture of 20 to 100 parts by dry weight of magnesium fluorosilicate, of 0 to 
80 parts by dry weight of calcium carbonate and of 0 to 10 parts by dry weight of 
amorphous silica, and the claim also recites 60 to 80 parts by dry weight of magnesium 
fluorosilicate, of 20 to 40 parts by dry weight of calcium carbonate and of 2 to 5 parts by 
dry weight of amorphous silica which is the narrower statement of the range/limitation. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-4 and 7-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ritt (EP 0 648 894 A1 ) in view of McCarthy et al. (US 5,989,696). 

4. Claims 1 , 2 and 12: Ritt teaches a paperboard and a coating layer provided on 
the paperboard, wherein the coating comprises a pigment having an oil absorbency of 
at least about 80g/100g pigment (abstract). The coated paperboard is for making cards 
{instant claim 12} (page 2, line 55}. The coating further comprises dispersant and other 
conventional additives. Ritt does not teach magnesium fluorosilicate as the dispersant 
and/or other conventional additives. However, McCarthy teaches a coated web 
comprising a first coating containing synthetic hectorite which is commercially available 
under the tradename Laponite JS (col. 6, line 10) {instant claim 2}. Laponite JS is 
identical to the material used in the current invention. Ritt and McCarthy are analogous 
art because they are from similar problem solving area in relation to electrically 
conductive particles. At the time of the invention it would have been obvious to a 
person of ordinary skill in the art to combine the electrically conductive particles of 
McCarthy with the invention of Ritt, and the motivation would be to control surface 
resistivity of the paperboard, and to minimize the change in surface resistivity 
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regardless the change in humidity, which results in improved handling and feeding of 
coated sheet (col. 7, lines 37-42). 

5. Claims 3, 4 and 13: Ritt teaches the pigment is amorphous silica (page 2, line 
57), and has high oil absorbency of at least about 80g/100g pigment (page 2, line 47). 

6. Claims 7 and 8: The Office realizes that all of the claimed effects or physical 
properties are not positively stated by the reference(s). However, the reference(s) 
teaches all of the claimed ingredients. Therefore, the claimed effects and physical 
properties, i.e. optical density and surface resisitivity would implicitly be achieved by a 
composite with all the claimed ingredients. If it is the applicant's position that this would 
not be the case: (1) evidence would need to be provided to support the applicant's 
position; and (2) it would be the Office's position that the application contains 
inadequate disclosure that there is no teaching as to how to obtain the claimed 
properties with only the claimed ingredients. 

7. Claims 9-1 1 : Ritt teaches printing on the coated paperboard using ink (page 4, 
line 15). Since Ritt does not expressly disclose that the ink is conductive, it is 
interpreted that the ink is non-conductive. It is established that printed matter forms a 
certain form of pattern, but Ritt does not teach that the pattern is a barcode. However, it 
has been held that a recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 
1647 (1987). Whether the printed matter is a barcode or some other information the 
claimed print medium is not different from the coated paperboard of the combination of 
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Ritt and McCarthy because the coated paperboard of the combination of Ritt and 
McCarthy satisfies the claimed limitations. The printed information is capable of being 
read by a device sensitive to variations in electrical conductivity as recited in claim 1 1 . 



8. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ritt (EP 0 648 894 A1 ) in view of McCarthy et al. (US 5,989,696) as applied to claim 1 
above, and further in view of Shinozaki et al. (US 6,127,315). 

9. The combination of Ritt and McCarthy teaches the claimed invention as set forth 
above. Ritt does not teach calcium carbonate as one of the dispersant and/or other 
conventional additives. However, Shinozaki teaches a print medium comprising a 
substrate and a coating layer comprising inorganic filler such as calcium carbonate (col. 
4, lines 1-8 and col. 5, line 67). Ritt and Shinozaki are analogous art because they are 
from the same field of endeavor that is the printing medium art. At the time of the 
invention it would have been obvious to a person of ordinary skill in the art to combine 
the calcium carbonate particles of Shinozaki with the invention of Ritt, and the 
motivation would be, as Shinozaki suggests, improving printing ink absorption, 
preventing printing ink running and enhancing ink fixing property (col. 4, lines 35-39). 
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Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to Betelhem Shewareged whose telephone number is 
(571)272-1529. The examiner can normally be reached on Monday-Friday 9am-5pm. 

11. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

1 2. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

BS 

December 6, 2008. 
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Primary Examiner, Art Unit 1794 



